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REMARKS 

This is a full and timely response to the outstanding Office Action mailed July 27, 
2007. Claims 1-36 are pending in the present application. Claims 1 1-30 and 34-36 are 
withdrawn from consideration. Through this response, claims 1 and 10 have been 
amended. No new matter has been added by the amendments. 

Reconsideration of the application is respectfully requested in view of the 
following responsive remarks. For the Examiner's convenience and reference, 
Applicants' remarks are presented in the order in which the corresponding issues were 
raised in the Office Action. 

Claim Rejections - 35 U.S.C. § 112 

(a) Claims 1-10 and 31-33 

Claims 1-10 and 31-33 were rejected under 35 U.S.C. § 1 12, first 
paragraph. Applicants have amended claim 1 to overcome the rejection, and respectfully 
requests that the rejection be withdrawn. 

(b) Claims 1-10 and 31-33 

Claims 1-10 and 31-33 have been rejected under 35 U.S.C. §112, second 
paragraph as being indefinite. Applicants have amended claim 1 to overcome the 
rejection, and respectfully requests that the rejection be withdrawn. 

(c) Claim 10 

Claim 10 is rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite. Applicants have amended claim 10 to overcome the rejection, and 
respectfully requests that the rejection be withdrawn. 



8 



Serial No.: 10/678,564 
Art Unit: 1773 

Applicants wish to clarify that the foregoing amendments have been made for 
purposes of better defining the invention in response to the rejections made under 35 
U.S.C. § 1 12, and not in response to rejections made based on prior art. Indeed, 
Applicants submit that no substantive limitations have been added to the claims. 
Therefore, no prosecution history estoppel arises from these amendments. Black & 
Decker, Inc. v. Hoover Svc. Ctr, 886 F.2d 1285, 1294 n. 13 (Fed. Cir. 1989); Andrew 
Corp. v. Gabriel Elects., Inc., 847 F.2d 819 (Fed. Cir. 1988); Hi-Life Prods. Inc. v. Am. 
Nat'l. Water-Mattress Corp., 842 F.2d 323, 325 (Fed. Cir. 1988); Mannesmann Demag 
Corp. v. Eng'd Metal Prods. Co., Inc., 793 F.2d 1279, 1284-1285 (Fed. Cir. 1986); Moeller 
v. lonetics, Inc., 794 F.2d 653 (Fed. Cir. 1986). 

Claim Rejections - 35 U.S.C. 5 102 

Claims 1, 3, 4, 5, 10, and 31 have been rejected under 35 U.S.C. § 102(b) as 
allegedly being anticipated overTakeda (U.S. Patent No. 6,319,613, hereinafter 
"Takeda"). Applicants respectfully traverse. 

It is axiomatic that "[anticipation requires the disclosure in a single prior art reference 
of each element of the claim under consideration." W. L. Gore & Associates, Inc. v. 
Garlock, Inc., 721 F.2d 1540, 1554, 220 U.S.P.Q. 303, 313 (Fed. Cir. 1983). Therefore, 
every claimed feature of the claimed invention must be represented in the applied 
reference to constitute a proper rejection under 35 U.S.C. §102. 

In order to facilitate prosecution and allowance of the claims, Applicants have 
amended claim 1 to overcome the outstanding rejections under 35 U.S.C. 112. In so 
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doing, amended claim 1 now recites "a jettable build material" and "an ink-jet dispensing 
system." Neither of these features is disclosed in or obvious from Takeda. 

The Examiner also noted that, "the preamble limitation does not provide any 
additional structural or mechanical limitations to the system and hence the coating 
system taught by Takeda et al reads upon the claimed invention." Office Action mailed 
July 27, 2007 at 4. Claim 1 as amended does indeed recite structural and other 
features that are not read on by the coating and system disclosed by Takeda. Indeed, 
Applicants' representative has searched, and found that no where in Takeda do either 
of the terms "ink" or "jet" appear. Applicants respectfully request that the rejection of 
claim 1 now be withdrawn. 

Because claim 1 is allowable, its dependent claims 3-5, 10, and 31 are allowable 
for at least the reason that all dependent claims include the allowable feature(s) of 
independent claim 1 . Applicants therefore request that the rejection of the dependent 
claims be withdrawn as well. 
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CONCLUSION 



In light of the foregoing amendments and for at least the reasons set forth above, 
Applicants respectfully submit that all objections and/or rejections have been traversed, 
rendered moot, and/or accommodated, and that the now pending claims are in 
condition for allowance. Favorable reconsideration and allowance of the present 
application and all pending claims are hereby courteously requested. 

Any other statements in the Office Action that are not explicitly addressed herein 
are not intended to be admitted. In addition, any and all findings of inherency are 
traversed as not having been shown to be necessarily present. Further, any and all 
findings of well-known art and official notice, or statements interpreted similarly, should 
not be considered well known for at least the specific and particular reason that the 
Office Action does not include specific factual findings predicated on sound technical 
and scientific reasoning to support such conclusions. 

If, in the opinion of the Examiner, a telephone conference would expedite the 
examination of this matter, the Examiner is invited to call the undersigned attorney at 
(770) 933-9500. 



THOMAS, KAYDEN, 
HORSTEMEYER & RISLEY, LLP. 

Suite 1500 

600 Galleria Parkway N.W. 
Atlanta, Georgia 30339 
(770) 933-9500 
589386 



Respectfully submitted, 




Cyntffia J. Lee 
Registration No. 46,033 
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